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1 . Applicant's election with traverse of the apparatus claims in the reply filed on 12- 
15-05' is acknowledged. The traversal is on the ground(s) that there is no serious 
burden placed upon the examiner by requiring the examiner to examine both the 
method claims, and the apparatus claims. Also, the examiner has failed to meet one of 
the two requirements for a proper restriction requirement to be made. That is, the 
examiner has failed to show that the same search which is required for the method 
claims is not required for the apparatus claims. This is not found persuasive because of 
the following. The method claims require searches in class 438, and class 216. The 
apparatus claims require searches in class 156, and class 118. The search required for 
the method claims does not overlap the search, which is required for the apparatus 
claims, contrary to what applicant purports. Thus, the examiner has properly met both 
requirements for a proper restriction requirement to be made contrary to what applicant 
argues. 

The requirement is still deemed proper and is therefore made FINAL. 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 9-11, and 13-16 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Mimura et. al. (WO-02/23,609). 

Mimura et. al. disclose a parallel plate mrie etching apparatus which is equipped 
with means for forming a magnetic field with a field strength of (100-1 ,000) gauss. The 
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magnetic field strength is preferably 100 gauss. The apparatus is equipped with means 
for admitting a multitude of different gasses through a showerhead (20) in the anode 
electrode (1). The substrate is electrostatically held on a cathode electrode, which is, 
biased with two RF power sources. The first power source (15) used to bias the 
cathode (2) has a frequency of (40-200) MHz. The second power source used to bias 
the cathode electrode has a frequency of 2 MHz or more. This is discussed specifically 
in the abstract; and discussed in general on pages 1-27. This is shown in figures 1-9. 

In regards to the process limitations, which are recited by the applicant in their 
system (i.e.-apparatus) claims, the examiner cites the case law listed below of interest 
to the applicant in this regard. 

Furthermore, it is obvious to one skilled in the art that the configuration of the 
substrate worked upon by the apparatus claimed in this invention is not patentable in 
view of In re Young (25 U.S.P.Q. 69, 71 (CCPA 1935)) and In re Rishoi (94 U.S.P.Q. 
71 ,73 (CCPA 1952)). The Court of Customs and Patent Appeals stated in In re Young 
that inclusion of material worked upon by a machine as element in claim may not lend 
patentability since claim is not otherwise allowable. Similarly, the Court of Customs and 
Patent Appeals stated in In re Rishoi that there is no patentable combination between a 
device and the material upon which it works. 

Thus, it is irrelevant that the apparatus, which is taught above, does not 
specifically teach the etching process which is claimed by the applicant in their 
apparatus claims since the apparatus, which is taught above, is inherently capable of 
conducting such an etching process. The examiner cites the case law listed below of 
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interested to the applicant in this regard. 

In re Swinehart (169 U.S.P.Q. 226 (CCPA )) and In re Best (195 U.S.P.Q. 430 
(CCPA ) state that when an examiner has reasonable basis for believing that 
functional characteristics asserted to be critical for establishing novelty in the claimed 
subject matter may, in fact, be inherent characteristics of the prior art, the examiner 
possesses the authority to require an applicant to prove that the subject matter shown 
to be in the prior art does not possess the characteristics relied upon. 

Thus, all of applicant's claimed limitations are fully met in this regard. 

4. Claims 9-16 are rejected under 35 U.S.C. 102(b) as being clearly anticipated by 
Kojima et. al. (6,433,297). 

See search report. 

5. Claims 9-16 are rejected under 35 U.S.C. 102(b) as being clearly anticipated by 
Yin et. al. (6,379,575). 

See search report. 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over the 
reference as applied in paragraph 3 above. 

The reference as applied in paragraph 3 above fail to disclose the specific usage 
of a frequency of 3.2 for the second power source used to bias the cathode 
electrode. 
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It would have been prima facie obvious to employ any of a variety of different 
etch process parameters in the etching process which is taught above including those 
which are specifically claimed by the applicant. These are all well-known variables in the 
plasma etching art, which are known to effect both the rate and the quality of the plasma 
etching process. Further, the selection of particular values for these variables would not 
necessitate any undo experimentation, which would have been indicative of unexpected 
results. 

Alternatively, it would have been obvious to one skilled in the art to employ the 

specific etch process parameters which are claimed by the applicant in the etching 

process which is taught above based upon In re Aller as cited below. 

Where the general conditions of a claim are disclosed in the prior art, it is not 
inventive to discover the optimum or workable ranges by routine experimentation.^ In re 
Allen 220 F. 2d 454, 105 USPQ 233, 235 (CCPA). 

Further, all of the specific process parameters, which are claimed by the 

applicant are results effective variables whose values are known to effect both the rate, 

and the quality of the plasma etching process. 

8. Any inquiry concerning this communication should be directed to examiner 
George A. Goudreau at telephone number (571 )-272-1434. 



George A. Gdtfdre 
Primary Examiner 
Art Unit 1763 


